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DECI SI ON ON APPEAL

This is a decision on appeal fromthe final rejec-
tion of clainms 2 through 7 and 14 through 16, all of the
clainms pending in the present application. Cdains 1 and 8
t hrough 13 have been cancel | ed.

This invention relates to a display nethod for a
hi gh gradati on di spl ayi ng operation in an el ectro-optical
di spl ay device, such as a plasnma display or a vacuum m cro-
el ectronic display. The display device is constructed by a
plurality of picture elenents which are arranged in a nmatrix
form and have driving switching elenents. On page 3 of the
specification, Appellants disclose that a display which has a
switching elenment at each pixel is called an active matrix
di splay. On pages 3 through 6 of the specification, Appel-
| ants describe the problens of providing a creation |evel for
these active displays. On page 6 of the specification,

Appel | ants di sclose that their invention solves the described
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probl ens of the conventional gradation displaying systens.
Appel  ants di scl ose that they overcone the problens by not
only varying a pul se width but al so a pul se height. Appel-
| ants di scl ose on page 8 of the specification that Figure 3

shows the Appellants' invention

in which the pulse height as well as the pulse width is var-
ied. Appellants disclose on page 9 of the specification that
by using the Appellants' nethod, the Appellants are able to
mnimze the pulse wwdth by an order of four tinmes that of the
conventional systens. Appellants also disclose that the

nmet hod al | ows hi gh speed operation and reduced power consunp-
tion. |Independent claim114 is reproduced as follows:

14. A nethod of driving an active matrix display
with a plurality of gradation |evels, wherein the maxi num
nunber of gradation level is N, where N, = (1+2+ i 2¢) 1, k
and | each being a natural nunber, said nethod conprising the
steps of:

providing said active matrix display wherein a

plurality of transistors disposed on said on a liquid crystal
di splay respectively drive a plurality of pixels of the dis-

pl ay;
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inputting into a pixel of said display one or nore
pul ses, each pul se having a pul se height and a pul se duration
dependi ng upon a desired gradation |evel of the display at
said pixel,

wherein each of said one or nore pul ses has a rel a-
tive pul se duration selected fromthe group consisting of 1,
2, (i 2« and has a relative pul se height selected fromthe
group con- sisting of 0, 1, 2, (il | so that the pul se duration
and the pul se height of said pulses are both varied whereby
the m ni mum w dth of said pul ses can be increased.

The Exami ner relies on the follow ng references:

De Jul e 4,130, 777 Dec. 19, 1978
WIIlians 4,427,978 Jan. 24, 1984

Clainms 14 through 16 and 2 through 7 stand rejected
provisionally under the judicially created doctrine of
obvi ousness-type doubl e patenting as bei ng unpat entabl e over
claims 1 and 12 of copendi ng application Serial No.
07/957,106. dCains 2 through 7, 14 and 15 stand rejected
under 35 U.S. C 8 103 as bei ng unpatentabl e over the
admtted prior art found in the Appellants' specification on
pages 1 through 7, and De Jule. Caim 16 stands rejected
under 35 U . S.C. 8 103 as being unpatentable over the admtted
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prior art found in Appellants' specification on pages 1
through 7, De Jule and WI I i amns.

Rat her than reiterate the argunents of Appellants
and the Exam ner, reference is nmade to the brief and answer

for the respective details thereof.

CPI NI ON

W will not sustain the rejection of clains 2
t hrough 7 and 14 through 16 under 35 U.S.C. § 103.

The Exam ner has failed to set forth a prima facie
case. It is the burden of the Exam ner to establish why one
having ordinary skill in the art would have been led to the
cl ai med i nvention by the express teachings or suggestions
found in the prior art, or by inplications contained in such

t eachi ngs

or suggestions. In re Sernaker, 702 F.2d 989, 995, 217 USPQ

1, 6 (Fed. Cir. 1983). "Additionally, when determ ning
obvi ousness, the clained i nventi on should be considered as a

whol e; there is no legally recognizable 'heart' of the
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i nvention." Para-Ordnance Mg. v. SGS Inporters Int'l, Inc.,
73 F.3d 1085, 1087, 37 USP2d 1237, 1239 (Fed. Cir. 1995),
cert. denied, 117 S.C. 80 (1996) citing W L. CGore & Assoc.,
Inc. v. Grlock, Inc., 721 F.2d 1540, 1548, 220 USPQ 303, 309
(Fed. Cr. 1983), cert. denied, 469 U S. 851 (1984).
" Cbvi ousness may not be established using hindsight or in view
of the teachings or suggestions of the inventor." Para-
Ordnance Mg., 73 F.3d at 1087, 37 USPQ2d at 1239, citing W
L. Gore, 721 F.2d at 1551, 1553, 220 USPQ at 311, 312-313.

On page 6 of the brief, Appellants agree that De
Jule states at columm 30, lines 5 through 13, that the
nodul ati on used in De Jule's display may be anplitude
nodul ation, pul se w dth nodul ation, or a conbination of both.
Appel l ants argue that there is no notivation based on De Jul e
or the admtted prior art to conbine the references in the
manner proposed by the Exam ner. Appellants enphasi ze on page
7 of the brief that De Jule fails to provide a teaching or
notivation of using a conbination of pulse

wi dt h and anplitude nodul ation in an active matrix display.
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Appel I ants further point out that Appellants have not only
recogni zed the problens in regard to active matrix displ ays,
but al so have overcone these problens by the use of a
conbi nation of pulse width and pul se anplitude nodul ati ons.

We note on page 4 of the answer, the Exam ner sinply
states that the reason for the conbination of using De Jule's
pul se nodul ati on and wi dth nodulation is so that gradation of
a matrix display could have been achi eved by using conbi ned
pul se nodul ati on and wi dth nodulation in the driving circuit
as an alternative of using pul se nodulation or width
nodul ation individually by itself. On page 7 of the answer,
the Exam ner argues that De Jule is a broad teaching of using
conbi ned pul se nodul ati on and wi dt h nodul ati on. However, the
Exam ner does not address the fact that De Jul e teaches uses
of these nodul ation techni ques for a display device that does
not have an active switching el enment at each pixel.

Turning to Appellants' specification, we note on
page 2 of the specification that Appellants disclose that the
prior art used the optical material itself as the sw tching

el ement. Appellants state that this type of display device is
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called a sinple matrix structure. Appellants point out

probl ens whi ch

arise with this type of display device in that optical on/off
switching operations are difficult to obtain internediate
bri ghtness or color tone. On page 3 of the specification,
Appel | ants di scl ose that this problem has been solved in the
prior art by installing a switching el enment at each pixel
el enent of the display device. Appellants state that this
type of device is called an active matrix display.

On pages 3 and 4 of the Appellants' specification,
Appel  ants point out the problens of an active display device
are that these devices have difficulty in achieving an
i npl enmentation of the gradation displaying operation. In
particul ar, Appellants disclose that it is not easy to
generate a voltage with a resolution of 300 mcrovolts or
| ess, and such a mnute voltage is attenuated by vari ous
factors until it reaches a picture elenent. These factors
contain resistance of wirings, resistance of thin film

transistors, reduction of the potential of a picture el enent
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due to a parasitic capacitance of the thin filmtran- sistors
and the like. Appellants further disclose that since these
paraneters, causing the voltage variation or fluctuation, are
different in accordance with an active el enent of each picture

el enent, the fluctuation of the voltage of the picture

el ement can be actually suppressed in the range of plus and
mnus 0.2 volts at a maxi mum over the whol e panel.

On page 7 of the specification, Appellants state
that this invention has been inplenented to solve the probl ens
descri bed above in a conventional gradation displaying system
Appel | ants di scl ose a new type of gradation displaying system
whi ch adopts advantages of both a gradation displaying system
which is conpl etely dependent on a voltage as shown in
Figure 1(A) and a gradation displaying systemwhich is
conpl etely dependent on pul se width as shown in Figure 1(B)
Appel l ants further disclose that their system does not require

m nute vol tage control and short speed pul ses as pointed out

above.
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Upon a careful review of De Jule, we find that

De Jule is a plasnma-sac-type gas-di scharge i nage di splay pane
whi ch does not have an active switching el enent at each pixel.
Thus, De Jule is not concerned with the probl em confronted by
Appel l ants. Appel lants are concerned with an active matrix

di spl ay which woul d have voltage variations or fluctuations
due to the different active elenents at each picture el enent
as well as the parasitic capacitance due to the active

el enents at each picture el enent.

The Federal Circuit states that "[t]he nere fact
that the prior art nay be nodified in the manner suggested by
t he Exam ner does not neke the nodification obvious unless the
prior art suggested the desirability of the nodification.™ In
re Fritch, 972 F.2d 1260, 1266 n. 14, 23 USPQRd 1780, 1783-84
n.14 (Fed. Cr. 1992), citing In re Gordon, 733 F.2d 900, 902,
221 USPQ 1125, 1127 (Fed. Cir. 1984). |In addition, the
Federal Circuit reasons in Para-Odnance Mg., 73 F.3d at

1088-89, 37 USPQ2d at 1239-40, that for the determ nation of

10
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obvi ousness, the court nust answer whet her one of ordinary
skill in the art who sets out to solve the problem and who had
before himin his workshop the prior art, would have been
reasonably expected to use the solution that is clained by the
Appel | ant s.

As we had shown above, De Jule is not concerned with
the problem of active elenments at each pixel. W find that it
woul d not be reasonable to expect the solution of using a
conbi nation of pulse width and anplitude nodul ati on as taught
by De Jule to solve a problemin a different display device
using conpletely different circuitry. Furthernore, we fail to
find that there is any suggestion of the desirability of using
t he conbination of pulse width and anplitude nodul ation in an

active

di spl ay device. Thus, we are only left with the Exam ner's
i nplied argunent that it would be obvious to try. However,
obvious to try is not the standard that we nust use to

det ermi ne obvi ousness under 35 U.S.C. 8§ 103. The use of the

obvious to try test ignores problemrecognition as an el enent

11
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of the obviousness inquiry and is inproper. Gllette Co. v.
S. C. Johnson & Son, Inc., 919 F.2d 720, 725, 16 USPQ@d 1923,

1928 (Fed. Cir. 1990).

Therefore, we wll not sustain the Exam ner's
rejection of clainms 2 through 7, 14 and 15 under 35 U.S.C. 8§
103 as being unpatentable over the admtted prior art in view
of De Jule. Furthernore, we note that the Examiner relies on
the sane reasons for conmbinability in the rejection of claim
16. Therefore, we will not sustain the rejection of claim 16
under 35 U.S.C. 8§ 103 as being unpatentable over the admtted
prior art in view of De Jule and further in view of WIIians.

Clainms 2 through 7 and 14 through 16 are
provisionally rejected under the judicially created doctrine
of obvi ousness-type doubl e patenting as bei ng unpat ent abl e
over clainms 1 and 12 of copending application Serial No.
07/ 957,106. We note that these clains are before this pane
in Appeal No. 96-2591. |In that appeal, we have determ ned

that we cannot ascertain the

12
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scope of these clains. Thus, because we cannot ascertain the
scope of clainms 1 and 12 of the above copendi ng application,
we find that we are unable to determ ne whether the rejection
under the judicially created doctrine of obviousness-type
doubl e patenting is proper. Therefore, at this tinme, we wll
not sustain the Exam ner's rejection under the obvi ousness-
type doubl e patenting doctrine.

We have not sustained the rejection of clains 2
through 7 and 14 through 16 under 35 U S.C. 8 103 or under the
judicially created doctrine of obviousness-type double
patenting. Accordingly, the Exam ner's decision is reversed.

REVERSED

M CHAEL R FLEM NG
Adm ni strative Patent Judge )

)  BOARD CF
PATENT
) APPEALS AND
) | NTERFERENCES
JOSEPH RUGE ERO )
Adm ni strative Patent Judge )

13
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VRF: psb

URYNOW CZ, Adm ni strative Patent Judge, Dissenting-in-Part:

| agree with the majority that the rejection of
claims 2-7 and 14-16 under the judicially created doctrine of
obvi ousness-type doubl e patenting should not be sustained.
However, the examiner's decision to reject clainms 2-7 and 14-
16 over the admtted prior art in view of De Jule should be
af firnmed.

| am of the opinion that the conbined prior art
evi dences a prima facie case of obviousness which the
appel | ants have not overconme with argunent or evidence. Only
argunents actually nade by appellants shoul d be considered in
this decision. 37 CFR § 1.192(a).

The exam ner has pointed out the teachings of the
admtted prior art and the De Jule reference. He has
I ndi cated which teachings of the admtted prior art and De
Jul e, considered as a whole, render the clains obvious. The

prior art is fromthe sane field of endeavor as appellants

14
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wer e engaged in, matrix displays, and is concerned with

met hods of driving matrix displays. The admtted prior art is
evi dence that appellants neither invented active matrix

di spl ays nor the nethod of driving such displays with

nodul ated (anplitude) signals. De Jule is

evidence that it was known in the prior art to drive matrix
di splays with a signal that was both anplitude and w dth
nmodul at ed.

One of ordinary skill in the art is presuned to have
full know edge of the prior art in his field of endeavor and
the ability to select and utilize know edge from anal ogous
arts. In re Dem nski, 796 F.2d 436, 442, 230 USPQ 313, 315
(Fed. Cir. 1986). A conclusion of obviousness may be made
from common knowl edge and common sense of the person of
ordinary skill in the art w thout any specific hint or
suggestion in a particular reference. 1In re Bosek, 416 F. 2d
1385, 1390, 163 USPQ 545, 549 (CCPA 1969). To properly
conmbi ne references, there nmust have been sone teaching,

suggestion, or inference in the references, or know edge

15
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generally available to one of ordinary skill in the art, that
woul d have | ed one to conbine the rel evant teachings. Ashland
Ol, Inc. v. Delta Resins & Refractories, Inc., 776 F.2d 281,
297 n. 24, 227 USPQ 657, 667 n.24 (Fed. G r. 1985), cert.

deni ed, 475 U.S. 1017 (1986).

Here, know edge by the person of ordinary skill in
the art would have included an awareness that the three drive
net hods of De Jule (those including anplitude nodul ati on,
wi dt h nodul ati on and a conbi nati on of both) were different,

and

that each woul d have provided its own distinct operating
characteristics for matri x displays, with inherent advantages
and di sadvantages. That person woul d have been notivated to
conbi ne the above teaching of De Jule to the admitted prior
art to overcone di sadvantages of the purely anplitude
nodul at ed system of the admtted prior art and/or to benefit
fromthe one or nore advantages to be realized by utilizing De
Jul e' s conbi ned anplitude and wi dth nodul ated drive signals

with a matrix display. It is a self-evident proposition that

16
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manki nd, in particular, inventors, strive to inprove that

whi ch al ready exists. Pro-Mld and Tool Co. v. G eat Lakes
Pl astics, Inc., 75 F.3d 1568, 1573, 37 USPQ2d 1626, 1629-30
(Fed. Cir. 1996).

Appel I ants' argument that a suggestion to nodify the
prior art to produce the clained invention is not expressly
stated in the art applied against the clainms is unpersuasive.
An express suggestion is not necessary. B.F. Goodrich Co. v.
Aircraft Braking Sys. Corp., 72 F.3d 1577, 1582, 37 USPQd
1314, 1318 (Fed. Gr. 1996). Appellants' other argunent, that
the prior art is silent with respect to the problemwhich is
addressed in its invention is al so unpersuasive. The | aw does

not require that references be conbined for the reason

contenplated by the inventor. 1In re Beattie, 974 F.2d 1309,
1312, 24 USPQ@d 1040, 1042 (Fed. Cr. 1992). Lastly,
appel l ants have not established that one of ordinary skill in
the art, after reading (1) De Jule and its teaching of
utilizing anplitude nodul ated signals, w dth nodul at ed

signals, and a conbi nation of anplitude and w dth nodul at ed
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signals to drive matri x displays and (2) the admtted prior
art wwth its teaching of driving active matrix displays with
anpl i tude nodul ated signals, would have been led in a
direction away fromthe path taken by appellants. 1In re
GQurley, 27 F.3d 551, 553, 31 USPQ2d 1130, 1131 (Fed. Cr
1994) .

Wher eas the exam ner established a prinma facie case
of obvi ousness which has not been rebutted by argument or

evi dence, the rejection should be sustained.

STANLEY M URYNOW CZ, JR ) BOARD OF
PATENT
Adm ni strative Patent Judge ) APPEALS
AND
) | NTERFERENCES
SMU: psb
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